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This is a dedsion on ihe PETITEON UNDER 37 CFR 1.181 TO WTTHDRAW THE RESTRICTION 
REQUIREMENT nsailcd Apnl 20^ 2005 and fmidc final in the office ncdon mailed August 11^ 2005. 

Oo April 20, 2005j, a seven-way restricdon requiremcnt^vas made by tbe examiner. The escaminer took the 
position that the groupings of claims I and 11, 1 and I and VT, J and VH, n and in, II and IV, n and Vt, H and 
VII, III and IV. m and V, m and Vn, IV and V, rv and VI, rV and Vn^ 

unrelated; I and IH, and IIT and VI are each related as ptoduct and process of us^ I and IV, 11 and V, and VT and 
VII arc each related as process of making and product made. Applicants traversed the restriction requirement in a 
response filed May 19, 2005, and canceled Group VH. The examiner repeated tbe restricdon requtremeot in an 
office acdon mailed August 1 1 , 2005 and made die restricdon requirement £naL In making die restdcdon Bnal» 
the examiner states diat tbe invendofis are distinct because di£ferent groups are all classified in different areas 
requiring different searches. The cxammer states that the search for a radiadon pattemablc material is different 
firom a simple parddc, or the process of forming that pardde. The examiner states that tbe radiadon patismable 
miacetial is not required to be employed in a matecial or process as other groups are dravm to. Applicants 
condnued to argue the restricdon requirement in a response filed December 12^ 2005. Applicants furdier 
amended the claims to have dependency &om claim 1 for each claim. Tbe e^miner prepared a final acdon lisat 
was mailed on February 24, 2006 making the arc n^ecdon of elected Group I finals and did not respond to 
appficanifs furdier restricdon requirement arguments or amendments regarding such, except to state diat despite 
amendment ihe claims stand wididrawn* 

On December 12» 2005^ the instant peddon under 37 CFR 1*181 "was filed to formally request the witbdcawal of 
the restncnon requirement* . 

Applicant's position for die withdramL of the restricdon requirement is that the cmmtner has not shown that the 
separate groups are independent and dlsdncc. 

DECISION 

JUN 2 2 7.m 

Seetioos 803 .and 806.05fc) of the MPEP stsite: , ^ , 
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803 Restacdoo • Wbcti Ptopcr 

Under the ktumtc an oppUcation maf be reqixbcd to be tutncted to ont of two 

or more doinscdinvcntioiis ooljif tliey use able to oupporc scpanctcpments nnd ihcy uc 
etches isdcpecdeat(MPBP S80&04 * 5 806.040) or dLnitict^HP $ B06.Q5- §B0fi*O5®. 
imdS 809.03. 

806.05CC} CtitBCui ofpjatinctnm Betveca CombinBtiofl ondSubcombsnttdon 
To support a rajuucmcat ibt TOiricrirw between combiiuition imd subcombituittofl ittveniioii^, 
both t^o-mf dtrttfnemeRB and teAsons for tmtstfng oa zcstcxozod zirc ncccumf j Lc»» there would 
be A 5e»oufi search butdcti as cwdcoccd by separate classification, status, or field of scotch* Sec 
MPEP $ 8DB.02. The l&vcadom ate dbdoct if it coo be shown that a combinitdon as dnimedi 
(A) doe5 not tequixe the particulars of the subcombinatioa 05 elmtned jbr paten mbtlity (to show 
novelty and tmobviousncsaj, and (B) the ^nbconsbtnation con be fihown to hove \x^xy dthcr hy 
melf or in tinodier motcofllly diffimot conibmAdon. When these fiictors cannot be ahoivn. 
jnidi inventions ore sot distbct 

ProeesaofMoldngimdPtDduccMadB 
A pjoccwt of making and h product miidc by the pxocoj can be shown to be distinct 
inventions if cj^cr or both of the fbEewing con. be shown: (A) ihot the ptoccss as 
claimed Is not: oa obvious pnxess of moldngthc product and the process 04 doiosd 
con be used to moke another matctioUy dHfrirnt pcodnce or (GD that the product os 
claimed am be mode by anodteraatedflUy diScrtnt process. 
Ali^tbns ofdifFrntnt processes or products need not be deeumented 
If applicant convinohgly travcises the tequuemcni; the burden shifts to die eirgtmnerto 
docuflseat a vioblc oltcmatxtfc process or product; or wididrEW the lequitcincnt. 

806^5(h) Product and Process of LJ«ng 

Aprodisct and a process of using the product con be shown to be distbct inventions tf 
either or both of the fbUotring can be shows: (A) the process of using ds dairaed can be 
practiced with anodicr mtt terinlly diffettnt producfe or (B^ the prodnet as "Ii'tpH eon be 
used in n matedntiy dtflerent process. 


Upon review of the iaitbl restrictioD requtremeni; the eeamtner's analysis of Groups t ond nt as inlatcd as 
product and process of use was flawed Ctaim 1 of Group I is drawn to a radiation pattatnable funcdonal 
material^ -while claim 38 of Group m is drawn to a radiation definable ink comprising the material of claim 1 and 
a solvent. Group m is not directed to a process at all, but other a composition. Groups I and HI ace related as 
combirmtion/subcombination, and as claim 38 requires all the particulars of the subcombination^ disdnctness 
cannot be shown* Therefore^ Group I as originally restricted should have inchided daims 1*2Q, and 38-63, 

Groups 1 and II were restricted as being unrelated. However, applicant amended claim 21 of Group n to be 
dependent upon elaim 1 of Group I in response to the non-^ial acdon of August 11, 2005. These cbims should 
now be rejoined with Group I as ihey can no longer be shown to be dtsdnct inventions. While the restriction 
beween these two groups may have been proper at the outset^ the restriction requirement cannot be maintained 
in li^t of applicant's amendment Furthermore^ the eraminer could have examined the new daims and still made 
a final rejection as they would ham been newly presented claims. 

Groups in and VI are indeed related as produa and process of use, however; the csaminer has not provided 
tatiotial as to how these two groups are disonct The otaminer merely states thatihe ink of Group mis not 
required to be employed in dac method of G roup IV, and tibe method of Group VI does not require the use of 
the ink- According to 806»05(h) to show distinctness, the eseaminer must show cither the process can be pracriced 
with a materially dificcent produci; or the product may be used in a different process* The examiner's rational 
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fails to show dtfaer. Since the process is depcndecitupoti the product Cmk), it cannot be shown that the pix»ccss 
may be performed with a different product The examiner offered no alternative method in which die ink naay be 
used and the requirement is iocomplece. 

Groups IV and V arc medaods of making Groups I and II, respectively. The examiner stated that the process of 
Group TV is generic and can be employed to prepare many other matanals hairing different composition than that 
of Group 1. Regarding Groups II and V, the tswamtner merely suted that the compound may be made by 
employing a different process and the process may be employed to prepare a different pro duct. The cjcamincr has 
provided no rational or hint of reasoning as to why the process of makingthe product and the product are 
independent and distinct. Merely stating that the inventions are independent or distinct because they can be made 
by a different process or made to form a different product does not properiy meet the burden required to show 
patentable (Usdncdon, Themfore, for this reason alone, the restriction requirement is incomplete* 

Inasmuch as a restricdon requirement may be made, the examiner has not met the burden of showing piten-ttble 
disdncdon. 

In the response to the traversal of dac restriction requirement; the examiner failed to spedfically address any of 
die arguments set fbrdi by Applicant, Instead^ the eominer merely restated diat die Inventions are distinct 
because different groups arc all classified in different areas requiring different searches. In fact; Applicants had set 
fortii dear and persuasive arguments showing why at least some of the requirement was in fiiet in axon Because 
the examiner has not shown that the groups of claims are independent and distinct; die restriction requirement is 
not proper. Accordingly, the petition forwitbdrawal of the restriction requirement is GRANTEQ ^ 

The applicatioii is being forwarded to the examiner to prepare a new oflScc action in Lght of the withdrawal of the 
current restriction requirement If the cscaminer intends to appty another restriction requirement, they are 
instructed to provide dear and cpndse reasoning for how the groupings arc independent and distinct according to 
th e MPH? guidelines stated above. Purdiennore; at least claims l-£3 should be examined together for reasons 
outlined above* 


Jacqueline Mi Stone, Director 
Teehnelegy Center 1700 
Chemical and NEaterials Enginecdng 
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